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THE FIRST OFFICE ACTION 
(PCT APPLICATION IN THE NATIONAL PHASE) 

1. EI According to the Request for Substantive Examination raised by the applicant and based on the 

provision of Item 1, Article 35 of the Patent Law/the Examiner has proceeded with the Examination 
as to Substance on the above mentioned application for patent for invention. 
. □ According to Item 2, Article 35 of the Chinesej>arent Law, the Patent Office has decided to examine 
the above application for patent for invention. 

2. S3 The applicant has requested. that the filling date of 

2QQ0.07.2fi at the JP Patent Office as the priority date, 

at the Patent Office as the priority date, 

at the Patent Office as the priority date, 

3. □ The following amended documents submitted by the applicant cannot be accepted for not conforming 

to the provision of Article 33 of the Patent Law: 

□ The Chinese version of the attachment of the International Preliminary Examination Report. 

Q The Chinese version of the amended document submitted according to the provision of Rule 19 of 
the Patent Cooperation Treaty. 

□ The amended document submitted according to the provision of Rule 28 or Rule 41 of the Patent 
Cooperation Treaty. 

□ The amended document submitted according to the provision of Rule 51 of the Implementing 
Regulations of the Patent Law. 

Refer to the text of the notice for the specific reason of non-acceptance thereof. 

4. The examination is conducted by directing at the Chinese version of the original International 
Application submitted. 

□ The examination is conducted by directing at the following application documents: 
Q Description, 

p - * c Chinese version of the original International Application Document submitted; 

P'-- • ^ Chinese version of the attachment of the International Preliminary Examination 

Report; 

P- the amended document submitted according to the provision of Rule 28 or Rule 41 

of the Patent Cooperation Treaty. 
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P- the amended document submitted according to the provision of Rule 51 of the 

Implementing Regulations of the Patent Law. 
□ Claims, 

the Chinese version of the original International Application Document submitted 

the Chinese version of the amended document submitted according to the provision of 

Rule 1 9 of the Patent Cooperation Treaty. 

. the Chinese version of the attachment of the International Preliminary Report. 

the amended document submitted according to the provision of Rule 28 or Rule 41 of 

the Patent Cooperation Treaty. 
the amended document submitted according to the provision of Rule 51 of the 

Implementing Regulations of the Patent Law. 
O Attached Drawings, 

P - * C Chinese version of the International Application Document submitted. 

the Chinese version of the attachment of the International Preliminary Examination 

inort 



P- 
P- 
P- 



Report. 



, the amended document submitted according to the provision of Rule 28 or Rule 41 of 
the Patent Cooperation Treaty. 

__. the amended-- document submitted according to the provision of Rule 51 of the 
Implementing Regulations of the Patent Law. 

5. S| This Nonce cites the following Comparison Document(the number of which shall continue to be used 



No. 


Number/Title of Document 


Date of Publication (or the filing date of the 
conflicting Application) 


1 

► 2 
3 
4 


US 3900372A 
US 5093432A 


1975.08.19 
1992.03.03 



6. The conclusive opinion drawn from the examination: 
D As regards the Specification: 

□ The contents of the application fall under the scope stipulated by Article 5 of the Patent Law for 
which no patent right should be granted. 

□ The specification does not conform with the provision of Item 3, Article 26 of the Patent Law 
U The drafting of the specification does not conform with the provision of Rule 18 of the 

Implementing Regulations. 
E)as regards the Claims: 

□ Claim does not possess the novelty as stipulated in Item 2. Article 22 of the Patent Law. 



£3 Claim 1-12. does not possess the 



inventiveness as stipulated in Item 3, Article 22 of the Patent 



does not possess the practical applicability as stipulated in Item 4, Article 22 of the 



Law. 

O Claim 

Paten tLaw. 

□ Claim falls under the scope of Article 25 of the Patent Law where no patent right is to be 

grantee. 

El Claim _U-Z_ does not conform with the provision of Item 4, Article 26 of the Patent Law. 

2 
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IS Claim 13-14, does not conform with the provision of Item 1, Article 3 1 of the Patent Law. 

□ Claim does not conform with the provision of Item 1, Rule 13 of the Implementing 

Regulations of the Patent Law. 

□ Claim does not conform with the provision of Rule 18 of the Implementing Regulations of 

the Patent Law. 

gl Claim 1 4-7 , 10-12 does not conform with the provisions of Rules 20 to 23 of the Implementing 

Regulations of the Patent Law. 
Refer to the text of this Notice for the specific analyses of the conclusive opinion. 

7. Based on the above conclusive opinion, the Examiner deems that: 

□ The applicant shall amend the application documents in accordance with the requirements raised in 
the text of the Notice. 

13 The applicant shall discuss in his observations reasons why this application for patent can be granted 
a patent right, and amend the portions indicated in the text of the Notice which have been deemed as 
not conforming with the provisions, or no patent right shall be grunted. 

□ There are no substantive contents in the application for patent that can be granted a patent right. If the 
applicant does not present reasons or the reasons presented are not sufficient, the application shall be 
rejected. — 

8. The applicant is asked to note the following items: 

(1) According to the provision of Article 37 of the Patent Law, the applicant shall submit his 
observations within four mont hs from the receipt of this Notice. Where, without justified reasons, 
the applicant does not respond at the expiration of said date, the application shall be deemed to have 
been withdrawn. 

(2) The applicant shall amend his application according to Article 33 of the Patent Law. The amended 
documents shall be in duplicate, and the form, in conformity with the relevant provisions in the 
Examination Guide, 

(3) The applicant and/or his agent can not, without first making an appointment, go to the Patent Office 
to have an interview with the Examiner. 

(4) The observations and/or the amended documents shall be mailed or delivered to the Department of 
Receipt, the Patent Office of the State Intellectual Property Office. No documents shall possess legal 
effects if not mailed or delivered to the Department of Receipt. 

9. The text of this Notice totals 1 page(s). and includes the following attachment(s): 

£3 duplicate copy(tes) of cited comparison document(s), altogether 2 copy(ies) IS pages 
□ 

Examination Department: Examiner(Seal): 



3 
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The text of the First Office Action 

As disclosed in the description, the present application relates to a process for 
preparing a fluorinated acyl fluoride and a process for preparing a fluorinated vinyl 
ether from the acyl fluoride. On examination, the following remarks are provided: 

1. Claims 13-14 are objected under Item 1, Article 31 of the Chinese Patent Law 

Claim 13 defines a process for producing compounds having formula (10) from 
product (3) obtained by the process defined in claim 1, and claim 14 defines two 
specific compounds. These claims and the process of claim 1 do not belong to one 
general inventive concept, not having one and the same or corresponding special 
technical feature, unable to meet Item 1, Article 31 of the Chinese Patent Law. The 
applicant should delete claims 13 and 14, the deleted inventions can be filed as a 
divisional application. 

2. Claims 1-12 are rejected under Item 3, Article 22 of the Chinese Patent Law as 
lacking an inventive step 

2.1 Claim 1 defines a process for producing fluorinated acyl fluoride. However, 
reference 1, US 3,900,372, has disclosed a process for producing fluorinated acyl 
fluoride (columns 1-5 thereof) comprising the steps of reacting a primary alcohol with 
perfluorinated acyl fluoride to form a partially fluorinated ester; fluorinating same by 
ECF to transfer the partially fluorinated ester into perfluorinated one; and dissociating 
the product obtained to form a perfluorinated acyl fluoride. The differences between the 
technical solution defined in claim 1 and that disclosed in reference 1 are that there are 
ether linkages, -OR A and -OR 8 , in the partially fluorinated ester of claim 1, and the 
fluorination method of claim 1 is a liquid phase fluorination process rather than ECF. 
Reference 2, US 5,093,432A, has disclosed a process for fluorinating hydrocarbons by 
liquid phase fluorination process (See columns 2-4 and 7-8 thereof), and has clearly 
disclosed, from col.7, line 16 to col. 8, line 14, that the liquid fluorination process is 
particularly suitable for fluoirnating compounds having ether linkages, because the 
compounds having ether linkages are liable to be interfered by the by product, hydrogen 
fluoride, during the fluorination, resulting in the C-O linkage to be broken. This content 
provides a clear technical hint that the liquid fluorination process rather than ECF 
should be used if there are ether linkages in compound (1), which is a raw material to 
be fluorinated. Therefore, a skilled person can easily find the technical solution defined 
in claim 1 by combining references 1 and 2, and such combination does not bring about 
any unexpected result. Claim 1 thus neither has prominent substantial features nor 
represents any notable progress, unable to have an inventive step prescribed in Item 3. 
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Article 22 of the Chinese Patent Law. 

In addition, all technical features defined in claims 2-4 have been disclosed in 
reference 1, these claims thus neither have prominent substantial features nor represent 
any notable progress, unable to have inventive steps prescribed in Item 3, Article 22 of 
the Chinese Patent Law. 

2.2 The additional technical feature defined in claim 5 is the fluorine content of 
compound (1) being 30-70%. Although reference 1 does not clearly mention the 
fluorine content, the esterification in the process thereof forms the partially fluorinated 
ester by reacting a primary alcohol with perfluorinated acyl fluoride while the same 
process is used in producing the present compound having formula (1). That is, if R A 
and R B are saturated hydrocarbon groups, X 1 , X 2 and X 3 are hydrogen atoms, R c and R° 
are perfluorinated saturated hydrocarbon groups, and X 4 , X 4 and X 6 are fluorine atoms, 
the fluorine content in compound (1) should be more than 30% but less than 70%. In 
addition, defining the fluorine content in claim 5 fails bring about any unexpected 
results. 

Claim 6 further defines the molecular weight of compound (1), such definition is 
conventional in the art, not bring about any unexpected results. Therefore, none of 
claims 5 and 6 can have prominent substantial features or represent notable progress, 
not having inventive steps prescribed in Item 3, Article 22 of the Chinese Patent Law. 

2.3 Based on the same reasons, none of claims 7-12 can have prominent 
substantial features or represent notable progress, not having inventive steps prescribed 
in Item 3, Article 22 of the Chinese Patent Law. 

3. Claims 1, 3 and 7 are objected under Item 4, Article 26 of the Chinese Patent 

Law 

The definitions on groups in claims 1 and 7 are too wide. According to the 
working examples, R A and R B are saturated C M0 hydrocarbon groups, or R A and R B can 
be bonded together to form a C 2 ^ alkylene optional substituted by C,^ alkyl; X', X 2 and 
X 3 are hydrogen atoms; R c and R D are perfluorinated saturated C,., 0 hydrocarbon 
groups, or R c and R D can be bonded together to form a perfluorinated C 2 _« alkylene 
optional substituted by perfluorinated C I>6 alkyl; and X 4 , X s and X« are fluorine atoms. 
The definitions in claim 1 are too wide to be supported by the description, unable to 
meet Item 4, Article 26 of the Chinese Patent Law. In addition, the "Y being a halogen 
atom" in claim 3 should be defined into "Y being a fluorine atom", this claim thus can 
not meet Item 4, Article 26 of the Chinese Patent Law. either. 
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4. Claims 1, 4-7 and 10-12 are objected under Item 1, Rule 20 of the 
Implementing Regulations of the Chinese Patent Law 

4.1 The parentheses in claims. 1, 7 and 12 result in the scopes of these claims 
unclear, unable to meet Item 1, Rule 20 of the Implementing Regulations of the Chinese 
Patent Law. 

4.2 Claims 4-6 and 10-12 are multi-dependent claims, their referring to other 
multi-dependent claim results in the scopes thereof unclear, unable to meet Item 1, Rule 
20 of the Implementing Regulations of the Chinese Patent Law. 

Based on the above, the present application can not be allowed according to the 
present application documents. The applicant should provide reasons to manifest the 
inventiveness of this application while clearing away the deficiencies within four 
months stipulated. All the amendments shouW meet Article 33 of the Chinese Patent 
Law, not going beyond the scope originally disclosed in the claims and description. 

When submitting the amended sheets, the applicant should provide a marked-up 
copy in which all the additions, deletions or substitutions are marked up by red pen, and 
a clean copy to substitute the original one. The applicant should ensure the contents 
thereof being consistent with each other. 
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arte, m^tfcJflT^SEJE. 
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l W^FI2.ttlt?£^«^jKffcfl<iB|« CI) *-g-*Tii&- 
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^. 2-4 »»Jna*#ffi«x*H:S:# i tffBIB^. Sjfe^A 
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